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Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 1 1 April 2003 . 
2a)Q This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-27 and 41-54 is/are pending in the application. 

4a) Of the above claim(s) 55-57 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-27 and 41-54 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
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12) D The oath or declaration is objected to by the Examiner. 
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DETAILED ACTION 
Election/Restrictions 

1 . Claims 28-40 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected Group, there being no allowable generic or linking claim. Election 
was made without traverse in Paper No. 6 filed on Nov. 29, 2000. 

2. Newly submitted claims 55-57 directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: the invention of claims 55-57 is 
a subcombination of the original claim invention, which the original claimed invention does not 
require the particulars of the inventions of claims 55-57. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 55-57 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Objections 

3. Applicants are advised that should claim 48 be found allowable, claimSO will be objected 
to under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an 
application are duplicates or else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after allowing one claim to object to the other 
as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
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improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

5. Claims 1-27 and 41-47 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-27, 41-47 and 52 of 
copending Application No. 10/145,661. Although the conflicting claims are not identical, they 
are not patentably distinct from each other because it would obvious to one of ordinary skill in 
the art to have the elongated electrical conductors of the copending application to be compliant 
and having end at a non-orthogonal angle. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

7. Claims 1-27 and 41-52 and 54 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Beaman et al (5371654). 

Regarding claims 1 and 41, Beaman et al discloses [see fig. 6] an interconnection 
package comprising a substrate (94) having a surface (102) [see column 6 line 44], a plurality of 
compliant elongated electrical conductors (84) [see column 6 lines 28-31 and line 60] extending 
away from the surface (102) wherein the conductors (84) having a first end (represented as 
contact end 90) affixed to the surface (102) and a second end (represented as contact end 92) 
projecting away from said surface (102), there being a plurality of said second ends (92) and a 
means (represented as connection means 80) [see column 6 lines 59-66] for positioning and 
maintaining said plurality of second ends (92) in substantially fixed positions. 
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Regarding claim 2, the first end (90) is affixed to said surface (102) at an electrical 
contact location (104) [see column 6 lines 42-43]. 

Regarding claim 3, the means (80) for positioning and maintaining is a plurality of sheets 
of material each inherently having a plurality of opening [not shown] therein through which said 
second ends (92) project. 

Regarding claim 4, the second end (92) is inherently a structure selected from the group 
consisting of a proturberance and a sharp spike [see column 1 1 lines 47-56]. 

Regarding claim 5, the plurality of sheets (80) is formed from a material selected from 
the group consisting of a rigid material and a compliant [see column 6 lines 58-66]. 

Regarding claim 6, the sheets (80) inherently comprise a plurality of openings [not 
shown], said elongated electrical conductors (84) are disposed against the sides (86 and 88) [see 
fig. 5] or said openings [not shown] of at least two of said sheets. 

Regarding claim 7, the sheets (80) are spaced apart from said surface (102) by a flexible 
support (82). 

Regarding claim 8, the flexible support (82) is selected from the group consisting of a 
spring and an elastomeric material [see column 6 lines 41-43]. 

Regarding claim 9, the elongated electrical conductors (84) inherently have a shape 
selected from the group consisting of linear, piece wise linear, curved and combinations thereof 
[see column 11 lines 52-56]. 

Regarding claim 10, the sheet (80) and the flexible support (82) forms a space containing 
the plurality of elongated electrical conductors (84) [see fig. 6 and column 6 lines 28-31]. 
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Regarding claim 1 1, the space is filled with a flexible material [via elastomeric material 

82]. 

Regarding claim 12, the flexible material is an elastomeric material (82) [see column 6 
lines 29]. 

Regarding claim 13, the sheets (80) is a sheet of electrically conductive material which 
inherently has a top surface (not number) and a bottom surface (not number) and said openings 
(not number) have side walls (86 and 88), a dielectric material inherently coats said top surface 
(not number) and said bottom surface (not number) and said side wall (86 and 88). 

Regarding claims 14-15, the plurality of elongated electrical conductors (84) is 
distributed into plurality of groups that are arranged in an array [see figs. 6-8]. 

Regarding claim 16, the structure is a probe for an electronic device [see Abstract]. 

Regarding claims 17-19, the electronic device is selected from the group consisting on an 
integrated circuit chip [not shown but see column 1 lines 64-66] on a packaging substrate (94) 
containing a wafer (not number). 

Regarding claim 20, the structure has means (80) for holding and moving the structure 
and means (94) for applying electrical signals to the elongated electrical conductors (84). 

Regarding claim 21, the protuberance is sphere like [see column 1 1 lines 47-56]. 

Regarding claims 22-27 and 47, the means (80) for positioning and maintaining is a 
plurality of sheets of material each inherently having a plurality of opening (not number) therein 
through which said second ends (92) project, the plurality of sheets (80) are formed from a 
material selected from the group consisting of a rigid material and a compliant [see column 6 
lines 58-66 and column 1 1 lines 52-56], the sheets (80) are a sheet of electrically conductive 
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material which inherently has a top surface (not number) and a bottom surface (not number) and 
said openings (not number) have a side wall (86 and 88), a dielectric material inherently coats 
said top surface (not number) and said bottom surface (not number) and said side wall (86 and 
88), the sheet (80) and the flexible support (82) forms a space containing the plurality of 
elongated electrical conductors (84) [see column 6 lines 28-3 1], 

Regarding claims 42-43, the sheet (80) is inherently formed and material selected from 
the groups consisting of Invar, Cu/Invar/Cu, molybdenum and polymides [see column 3 and 
column 1 1 lines 52-56]. 

Regarding claim 44, the dielectric material is selected from the group consisting of a 
ceramic and a glass [see column 3 lines 26-28 and column 1 1 lines 52-56]. 

Regarding claims 45-46, the elongated conductor (84) is coated with a hard coat that is 
from a group consisting of materials as claimed (see column 3 lines 43-47). 

Regarding claims 48 and 50, the compliant elongated electrical conductor (84) is shaped 
to compliantly respond when the compliant elongated conductors (84) are pressed against and 
withdraw from a surface, which the second ends (92) are pressed [see col. 6 lines 47-51]. 

Regarding claims 49 and 51, the means for maintaining (80) comprises a sheet of 
material 

Regarding claim 52, Beaman et al discloses [see fig. 6] an interconnection package 
comprising a substrate (94) having a surface (102) [see column 6 line 44], a plurality of 
elongated electrical conductors (84) [see column 6 lines 28-31 and line 60] extending away from 
the surface (102) wherein the conductors (84) having a first end (represented as contact end 90) 
affixed to the surface (102) and a second end (represented as contact end 92) projecting away 
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from said surface (102), the second end (92) is at a non-orthogonal angle with respect to the 
surface (105) [see col. 6 , lines 47-51], there being a plurality of said second ends (92) and a 
means (represented as connection means 80) [see column 6 lines 59-66] for positioning and 
maintaining said plurality of second ends (92) in substantially fixed positions. 

Regarding claim 54, Beaman et al disclose [see Fig. 5] the elongated electrical conductor 
(84) comprises a bend. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claim 53 is rejected under 35 U.S.C. 103(a) as being unpatentable over Beaman et al 
(5371654). 
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Regarding claim 53, Beaman et al disclose conductors (84) having a first end 
(represented as contact end 90) and a second end (represented as contact end 92 wherein the 
second end (92) is at a non-orthogonal angle with respect to the surface (105) [see coL 6, lines 
47-51]. However, Beaman et al do not disclose the non-orthogonal angle of the second end being 
between 5-60 degrees. It is well known to make the non-orthogonal angle of the second end at 
different degrees where needed through routine experimentation (see MPEP 2144.05; In re Aller, 
220 F.2d 454, 456, 105 USPQ 233, 235(CCPA 1955)). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to make the non-orthogonal angle of 
the second end of Beaman et al at different degrees since the different degrees would provide 
support in a selective manner to each individual user during testing. 



Conclusion 

11. Applicant's arguments with respect to claims 1-27 and 41-47 have been considered but 
are moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermele M. Hollington whose telephone number is (703) 305- 
1653. The examiner can normally be reached on M-F (9:00-4:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kamand Cuneo can be reached on (703) 308-1233. The fax telephone numbers for 
the organization where this application or proceeding is assigned are (703) 308-7722 for regular 
communications and (703) 308-7382 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 782. 



June 23, 2003 




iDCUNEO 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2800 



